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Writer 's Direct Number: 

(202)772-8673 
INTERNET ADDRESS: 

JCOVERT@SKGF.COM 



Commissioner for Patents 

PO Box 1450 Group Art Unit 1614 

Alexandria, VA 22313-1450 



Re: U.S. Utility Patent Application 

Appl. No.: 10/644,783; Filed: August 21, 2003 

For: Sodium Channel Blocker Compositions and the Use Thereof 

Inventor: Nancy C. LAN 

Our Ref: 1483.0370003/JMC/THN 



Sir: 



Transmitted herewith for appropriate action are the following documents: 



1 . Information Disclosure Statement; 

2. Form PTO-1449 (20 pages); 



3. Copies of cited documents AS6; AR8; ASH; AS13; AT13; ATM; AT16; AS19; 
AT19; and AR20; and 

4. One (1) return postcard. 

It is respectfully requested that the attached postcard be stamped with the date of filing of 
these documents, and that it be returned to our courier. In the event that extensions of time are 
necessary to prevent abandonment of this patent application, then such extensions of time are hereby 
petitioned. 



Sterne, Kessler, Goldstein & Fox p.llc : 1100 New York Avenue, NW : Washington, DC 20005 : 202.371.2600 f 202.371.2540 : www.skgf.com 
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The U.S. Patent and Trademark Office is hereby authorized to charge any fee deficiency, or 
credit any overpayment, to our Deposit Account No. 19-0036. 



Enclosures 

: :0 DMA\M HODM A\S KG F_DC 1 ;202222; 1 



Steme, Kessler, Goldstein & Fox p.llc : 1100 New York Avenue, NW : Washington, DC 20005 : 202371.2600 f 202.371.2540 : www.skgf.com 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox px.l.c. 




Johraf M. Covert 
Attorney for Applicant 
Registration No. 38,759 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Confirmation No.: 6918 



Nancy C. LAN 
Appl. No.: 10/644,783 
Filed: August 21, 2003 
For: Sodium Channel Blocker 



Art Unit: 1614 



Examiner: To Be Assigned 

Atty. Docket: 1483.0370003/JMC/THN 



Compositions and the Use Thereof 



Innformationn Dnsclosmire Statemenit 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Listed on accompanying Form PTO-1449 are documents that may be considered 
material to the examination of this application, in compliance with the duty of disclosure 
requirements of 37 C.F.R. §§ 1.56, 1.97 and 1.98. Copies of documents AS6, AR8, ASH, 
AS13, AT13, AT14, ATI 6, AS19, AT19 and AR20 are provided. Copies of all cited U.S. 
Patents are not required, as the filing date of this application is after June 30, 2003. Copies 
of all other documents were cited by or submitted to the Office in an IDS that complies with 
37 C.F.R. § 1 .98(aV(c) in Application No. 09/971,007 . filed October 5, 2001 , which is relied 
upon for an earlier filing date under 35 U.S.C. § 120. Thus, copies of these documents are 
not attached. 37 C.F.R. § 1.98(d). 

In accordance with 37 C.F.R. § 1.98(a)(3), Applicant's undersigned representative 
submits the following, in regards to non-English language documents AL2, AN3 and AM4 
cited on Form PTO-1449: 

Document AL2, French Patent Application No. FR 2 756 738, is in the French 
language. U.S. Patent No. 6,207,685 Bl claiming priority from FR 2 756 738 is cited as 
document AJ2. 



- 2 - Nancy C. LAN 

Appl. No. 10/644,783 

Document AN3, German Patent Application No. DE 198 02 327 Al, is in the 
German language. An English language abstract of document AN3 is cited as document 
ATI 7. 

Document AM4, PCT Patent Application No. WO 99/61408, is in the Spanish 
language. The corresponding European Patent Application No. EP 1 083 164 is cited as 
document AL5. 

Where the publication date of a listed document does not provide a month of 
publication, the year of publication of the listed document is sufficiently earlier than the 
effective U.S. filing date and any foreign priority date so that the month of publication is not 
in issue. Applicant has listed publication dates on the attached PTO-1449 based on 
information presently available to the undersigned. However, the listed publication dates 
should not be construed as an admission that the information was actually published on the 
date indicated. 

Applicant reserves the right to establish the patentability of the claimed invention 
over any of the information provided herewith, and/or to prove that this information may not 
be prior art, and/or to prove that this information may not be enabling for the teachings 
purportedly offered. 

This statement should not be construed as a representation that a search has been 
made, or that information more material to the examination of the present patent application 
does not exist. The Examiner is specifically requested not to rely solely on the material 
submitted herewith. It is further understood that the Examiner will consider information that 
had been cited or submitted to the U.S. Patent and Trademark Office in a prior application 
relied on under 35 U.S.C. § 120, 11380G37, 38 (May 19, 1992). 

This Information Disclosure Statement is being filed before the mailing date of a first 
Office Action on the merits. No statement or fee is required. 
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Nancy C. LAN 
Appl. No. 10/644,783 



It is respectfully requested that the Examiner initial and return a copy of the enclosed 
PTO-1449, and indicate in the official file wrapper of this patent application that the 
documents have been considered. 

The U.S. Patent and Trademark Office is hereby authorized to charge any fee 
deficiency, or credit any overpayment, to our Deposit Account No. 19-0036. 



Respectfully submitted, 



Sterne, Kessler, Goldstein & Fox p.l.l.c. 




Attorney for Applicant 
Registration No. 38,759 




1 100 New York Avenue, N.W. 
Washington, D.C. 20005-3934 
(202) 371-2600 
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1614 


U.S. PATENT DOCUMENTS 
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DOCUMENT NUMBER 


DATE 
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CLASS 


SUB -CLASS 


FILING DATE 
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4, 024, 175 


05/17/1977 


Satzinger et al . 






12/31/1975 




AB1 


4, 087, 544 


05/02/1978 


Satzinger et al . 






04/28/1977 




AC1 


4, 602, 017 


07/22/1986 


Sawyer et al . 
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AD1 
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01/16/1990 
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05/02/1988 




AE1 


5, 025, 035 


06/18/1991 
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10/12/1990 




AF1 


5, 179, 109 


01/12/1993 


Kamenka et al . 






06/21/1990 




AG1 


5,236, 957 


08/17/1993 


Dostert et al . 






01/25/1991 




AH1 


5,256, 669 


10/26/1993 


Askanazi et al . 






08/07/1992 




All 


5,330, 515 


07/19/1994 


Rutecki et al . 






06/17/1992 




AJ1 


5,446, 066 


08/29/1995 


Varasi et al . 






03/22/1994 




AK1 


5,449, 692 


09/12/1995 


Varasi et al . 






03/22/1994 


FOREIGN PATENT DOCUMENTS 


EXAMINER 
INITIAL 




DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUB-CLASS 


TRANSLATION 




AL1 


WO 96/40628 


12/19/1996 


WIPO 






Yes 
No 




AMI 


WO 97/05102 


02/13/1997 


WIPO 






Yes 
No 




AN1 


WO 98/07447 


02/26/1998 


WIPO 






Yes 
No 




AOl 


WO 98/08842 


03/05/1998 


WIPO 






Yes 
No 




API 


WO 98/19674 A2 


05/14/1998 


WIPO 






Yes 
No 


OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 




AR 


1 


Backonja, M., et al . , "Gabapentin for the Symptomatic Treatment of Painful 
Neuropathy in Patients With Diabetes Mellitus," JAMA 280:1831-1836, The American 
Medical Association (December 1998) 




AS 


1 


Bennett, G.J., "Neuropathic Pain: An Overview, " in Molecular Neurobiology of Pain 
9:109-113, Borshook, D., ed . , IASP Press, Seattle (1997) 




AT 


1 


Bensimon, G., et al M "A Controlled Trial of Riluzole in Amyotrophic Lateral 
Sclerosis," New England J, Med. 330:585-591, The Massachusetts Medical Society 
(1994) 


EXAMINER 


DATE CONSIDERED 


EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 



: :0DMA\MH0DMA\SKGF_DC1; 197764/1 



15 



<4jTm$0F^ 1 

FORM PTO-144 9 
INFORMATION DISCLOSURE STATEMENT 


ATTY. DOCKET NO. 
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APPLICATION NO. 
10/644, 783 
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Nancy C . LAN 




FILING DATE 
August 21, 2003 


GROUP 
1614 
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INITIAL 




DOCUMENT NUMBER 


DATE 
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CLASS 


SUB -CLASS 


FILING DATE 
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5, 660, 861 


08/26/1997 


Jao et al. 






05/12/1995 
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01/27/1998 
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03/27/2001 


Lallement et al . 






01/11/1999 
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FOREIGN PATENT DOCUMENTS 
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INITIAL 




DOCUMENT NUMBER 


DATE 


COUNTRY 


CLASS 


SUB -CLASS 


TRANSLATION 




AL2 


FR 2 756 738 


06/12/1998 


France 






X Yes 
No 




AM 2 


WO 98/28255 


07/02/1998 


WIPO 
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No 
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WO 98/19674 A3 


07/16/1998 
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Yes 
No 




A02 


WO 98/43964 


10/08/1998 


WIPO 






Yes 
No 




AP2 


WO 98/47869 


10/29/1998 


WIPO 






Yes 
No 



OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 



AR 



Beydoun, A., "Postherpetic Neuralgia: Role of Gabapentin and Other Treatment 
Modalities," Epilepsia 40(Suppl. 6J:S51-S56, Lippincott Williams & Wilkins 
(October 1999) 



AS 



Blinder, B.J., et al., "Advances in Mood Stabilizing Medications,' 
1^5:39-40, BMJ Publishing (1998) 



West. J. Med. 



AT 



Boyce, S., et al . , "Selective NMDA NR2B antagonists induce antinociception without 
motor dysfunction: correlation with restricted localisation of NR2B subunit in 
dorsal horn," Neuropharmacology 35:611-623, Pergamon and Elsevier Science Ltd. 
(May 1999) 
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DATE CONSIDERED 



EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 
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OTHER (Including Author, Title, Date, Pertinent Pages, etc.) 




AR 
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Brown, CM., et al . , "Neuroprotective properties of lifarizine compared with those 
of other agents in a mouse model of focal cerebral ischaemia, " British J. 
Pharmacol. 115:1425-1432, Stockton Press (1995) 




AS 


3 


Bryans, J.S., and Wustrow, D.J., " 3 -Substituted GABA Analogs with Central Nervous 
System Activity: A Review," Med. Res. Rev. 19:149-177, John Wiley & Sons, Inc. 
(March 1999) 




AT 


3 


Buchan, A.M., et al . , "AMPA Antagonists: Do They Hold More Promise for Clinical 
Stroke Trials Than NMDA Antagonists?, " Supplement X, Stroke 24:1148-1152, American 
Heart Association (1993) 
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DATE CONSIDERED 


EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. 
Draw line through citation if not in conformance and not considered. Include copy of this form with 
next communication to Applicant. 
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Elsevier Science B.V. (1995) 
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Carrazana, E.J., and Schachter, S.C., "Alternative uses of lamotrigine and 
gabapentin in the treatment of trigeminal neuralgia," Neurology 50:1192, The 
American Academy of Neurology (April 1998) 




AT 
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Catterall, W.A., "Common modes of drug action on Na+ channels: local anesthetics, 
antiarrhythmics and anticonvulsants," Trends Pharmacol. Sci . 8:57-65, Elsevier 
Science Publishers B.V. (1987) 
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